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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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1 . Restriction is required under 35 U.S.C. 121 and 372. 

Tliis application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 

Group I, claims 8-14, drawn to a composition comprising a mixture of 
(meth)acrylic compounds containing from 1 to 35% by weight of epoxy (meth)acrylates. 

Group II, claims 15-24, drawn to a flatting composition containing a mixture of 
(meth)acrylic compounds containing from 1 to 35% by weight of epoxy (meth)acrylates 
and a dimerdiol. 

Group III, claim 25, drawn to a glass material coated with the composition of 
Group II. 

Group IV, claim 26, drawn to a process for the production of a mixture of 
(meth)acrylic compounds containing from 1 to 35% by weight of epoxy(meth)acrylates. 

2. The inventions listed as Groups I to IV do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical feature. The special technical feature is the mixture of 
(meth)acrylic compounds containing from 1 to 35% by weight of epoxy (meth)acrylates. 

3. The term "epoxy (meth)acrylate" is open to any compound or monomer 
containing epoxy and (meth)acryloyl functionalities. The epoxy (meth)acrylate 
obtainable by steps a), b) and c) of claim 8 is a product-by-process claim wherein the 
epoxy (meth)acrylate is based on the compound itself and not its method of production. 
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4. According to MPEP § 21 13, Product-by-Process Claims: Product-By-Process 
Claims are not Limited to the Manipulations of the Recited Steps, Only the Structure 
Implied by the Steps: "'[E]ven though product-by-process claims are limited by and 
defined by the process, determination of patentability is based on the product itself. 
The patentability of a product does not depend on its method of production. If the 
product in the product-by-process claim is the same as or obvious from a product of the 
prior art, the claim is unpatentable even though the prior product was made by a 
different process.'" (In re Thorpe . 227 USPQ 964, 966, Federal Circuit 1985). 

"[T]he burden shifts to applicant to come forward with evidence establishing an 
unobvious difference between the claimed product and the prior art product." 
(MPEP § 21 13, Burden Shifts to the Applicant to Show an Unobvious Difference and 
In re Marosi . 218 USPQ 289, 292, Federal Circuit 1983). 

5. Japanese Patent No. 2000-338624 (Derwent abstract, second page, Coating 
liquid (B)) shows a Ibend of butyl acrylate, styrene, glycidyl acrylate within the claimed 
epoxy (meth)acrylate and hexamethylene-1 ,6-bis(ethylene urea). It would have been 
obvious to employ the glycidyl acrylate in an amount within the claimed parameters 
among the three other components to enhance the adhesion. 

Accordingly, the special technical feature does not make a contribution over the 
prior art, thereby validating a holding of lack of unity. 
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6. This application contains claims directed to more than one species of the generic 
invention. These species are deemed to lack unity of invention because they are not so 
linked as to form a single general inventive concept under PCT Rule 13.1 . 

The species are as follows: 

a) The hydroxy! compounds such as the reaction of the addition product of 
ethylene oxide and trimemthylolpropane with adipic acid produced in Example 1 on 
page 9 of the specification. 

b) The epoxides such as the bisphenol A diglycidyl ether of Example 2 on 
page 10. 

c) Contingent upon the election of Group II . items a) and b) hereinabove and the 
dimerdiols such as the dimerdiol diacrylate of Example 3 on page 10. 

7. Applicant is required, in reply to this action, to elect a single species 

within each of items a) and b), and c) if appropriate, to which the claims shall be 
restricted if no generic claim is finally held to be allowable. The reply must also identify 
the claims readable on the elected species, including any claims subsequently added. 
An argument that a claim is allowable or that all claims are generic is considered non- 
responsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1 .141 . If claims 
are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 
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Claims 8-26 are generic. 

8. The species listed above do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, the species lack the same or 
corresponding special technical feature for the reasons espoused with respect to the 
holding of lack of unity hereinabove. 

9. The term "obtainable" used to characterize the process of preparing the epoxy 
(meth)acrylates is indefinite due to its vagueness which opens the claims to epoxy 
(meth)acrylates obtained by methods not disclosed. The term should be amended to 
"obtained" to more declaratively define how the epoxy (meth)acrylates are produced. 

1 0. There is no antecedent basis for "excess" acrylic and/or methacrylic acid of 
step c) since step a) does not require the esterification of the hydroxyl compounds with 
excess acrylic and/or methacrylic acid. 

The prior art made of record and not relied upon is considered pertinent to the 
disclosure. 

1 1 . The abstracts for European Patent No. 126,341 cited In the Information 
Disclosure Statement filed October 17, 2005 set forth the reaction of residual 
(meth)acryllc acid from the (meth)acrylate ester of polyesters with an equivalent amount 
of a polyepoxide. 
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